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Remarks on Advisory Action D.vn.n 06/14/2007 

11k Kcb - '- Vction denied « try o \pplicanfs Intendment dated Ma> 16 2007 the 
instant Amendment is submitted by agreement with Examiner Silverman during a telephone 
zomc ;ati o ne 20, 2007 ares- ieniic; to dial )fMa> 6 200" ( avnuner Sifvei 
requested specific discussion of each amendment and antecedent basis. 

Claims 1 , 9 and 20 are amended to recite "ethylenicaily-unsaturated" tor each of the 
monomer units. This amendment renders the claim language consistent for each monomer unit 
used in the oligomer. Basis for this amendment may be found on page 6, line 29; page 7, lines 
17-32; page 8. lines 7-8; page 9, lines 19-21; page 12. lines 21-23; page 13, lines 22-25; and page 
15, lines 4-17. Applicants note similar claim amendments were made in the 'February 14, 2007 
Response, and tins amendments was discussed during the telephone interview of May 1 , 2007 
without objection. 

Claim 1 is further amended to recite the formula of the "monomer units having pendent 
hydrnphihe -n'l 'alk leueoMde) g>ou >s /-Q~<{ R ( • > » f I Basis lea fin- amendment 
is found on page 8. lines 7-15. This amendment was discussed during the telephone interview of 
May 1 , 2007 without objection. The monomer was also described in the Responses of February 
14, 2007 and June 6. 2006, albeit without amending the claim to include the formula. 

Claim 18 is amended to recite the limitation of '"partially cured" instead of "'partially 
converted" to overcome the rejection under § 112, second paragraph. Basis for the amendment 
ma> be found < a page 5 Ihi> s ! 8-2 bus amendment, was discussed with Examiner Silverman 
on May 1, 2007 without objection. 

Claims 4 and 19 are amended to recite "residual monomer and solvent". This amendment 
was sugg >>• the Examine i t OTiec Action of 04/1.2/2007 at page 4. 

Applicant's Agent asserts that each of the amendments presented herein are fully 
supported by the specification, raise no issues of "new matter", and require no further search or 
consa'u i u •> \ <i V|ik \ t oh requ us ry oi he n slant yendment to 

expedite prosecution and advance tins case to allowance. 

Should any further questions or issues remain, the Examiner is invited to contact 
oy ic % s s e st his c< as. nun e 
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Application No.: i 0/792238 



Case No.: 59S20US002 



Remarks on Office Actson Dated 04/12/2007 

Claims 1-5 and 7-32 are pending. No claims are currently canceled. No claims have been 
witbdn wi froi s.ideration Claims 1,4, 9, and 18-20 are currently amended No claims have 
been added.. Reconsideration of the application is requested. Basis for the amendments to claim 
1 . 9 and 20 may be found at page 6, line 20. Basis for further amendments of claim I. may be 
found on page 8. lines 1 0-15. Claims 4 and 19 are amended as suggested by the Examiner. Basis 
for the amendment to claim 18 may be found on page 5, lines 18-20. 

Applicant's Agent thanks Examiner Silverman and S.P.E. Woodward tor discussing the 
outstand ig rejections and proposed amei fo I lephone on Ma) \ agreement vva 

leaUkd i > u d to give the arguments and amendments farther 

consideration. 

§ 112 Rejections 

Claims 4, 18, 19 and 32 stand rejected under 35 (JSC § 112, second paragraph, as being 
indefinite for tailing to particularly point out and. distinctly claim the subject matter which 
Applicants as the invention. 

Claims 4 and 1 9 are rejected for Applicant's recitation of the term "residua!". Claims 4 
and 8 have been amended to recite "residual monomer and solvent" as suggested by the 
Examiner. Withdrawal of the rejection is respectfully requested. 

Claim 1 8, as amended, recites die limitation "partially cured" instead of partially 
convened. ( < I > s » amended to delete the word "eoatable" for clarity. One skilled, in 
K it hi v , i , ay ,1 omposition has a very low viscosity. By partially curing 

the viscosity is increased to the recited range, rendering it more suitable for coating. One skilled 
in the art will further realize that by "partially curing" the composition, some ethylenically 

t- • . v s components ) and b) remain unreacted to allow the composition to be 

coated, then further cured or crosslinked (by further exposure to U V) to the fully cured or 
cross! inked composition. Applicants respectfully request withdrawal of the rejection of claim 18. 
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Claim 32 stands rejected for Applicant's use of the phrase ''derived from"'. The rejection 
is traversed, and an explanation was provided during the interview. 

Claim is directed to Applicant's "indirect method" of providing a pendent free-radically 
polymerizabie functional group to t he oligomer of claim 1. Using Applicant's "direct method" 
described from page 9, line 26 to page 10. line 25, a polyethylemcaily unsaturated monomer is 
dhvAm ;i,o>rjvmiod inm U oligomer. The multiple ethylenieally unsaturated groups are 
preferably of unequal reactivity, so that one group is polymerized into the oligomer, while a 
second is not polymerized and is then pendent from the oligomer. Applicants have found it 
beneficial to use the indirect method" whereby an oligomer having pendent nueleophilic or 
electrophilie fractional groups is further funcuonalized to provide the requisite free-radically 
poh rev /a >k i x m il £ oup 

Applicants describe die "indirect method*' from page 10, line 26 to page 12. line 12. As 
an example, 2-hydroxyethy! aery late may be incorporated into the oligomer, to y ield pendent 
hydroxy groups. These hydroxy groups may be functionalized with isocyanatoethyl acrylate to 
provide e reqai . lent free-radically polymerizabie grouj Claim 3 reeiu ix 

> ■ «> $ that us incorporated into the oligomer, and the recited 

"pendent ethylenieally unsaturated, free radically polymerizabie groups" are derived therefrom by 
"i - d » a ! - , nedtod'"'. 

\* idrawa i h o jeeth 1 o la m fr i ;olk iu d 

Double Pa tenting Rejections 

Claims I -5 and 7-34 are provisionally rejected on the grounds of nonstatutory 
obviousness type double patenting over claims 1-45 of copending application 10/732,715. The 
reference has published as U.S. 2005/013 1 148. 

In response, enclosed is a "Terminal Disclaimer Under 37 C.F.R. Section 1.321(h)," 
which disclaims the portion of the term of any patent granted on the instant application that 
wen d ex xyoixl the exf alio c e of the term i S. 10/732 5. fix frselaimer also 
indicates thai 3M innovative Properties Company commonly owns the instant application and 
U.S. 10 s ^ tue of assignn >rded frc 0 I un i n W u h - 

2004 for the instant application, and at Reel 14800, Frame 77/80 on December 1 0, 2003 for 
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10/732,715. The Disclaimer timber indicates that the chain of title of the instant application has 
been examined in order to comply with 37 C.F.R. Section 3.73(b). 

$int C.F.R. Section 1.78(d) a terminal disclaimer in compliance with 37 



\ >plicants res < u st that h 5 double patenting rejection be withdrawn. 

§ 102 Rejections 

Claims 1-5 and 7-32 stand rejected under 33 USC § 1 02(a) or 1 02(e) as being anticipated by 
WO 2003/086492. The rejection is traversed. Applicants note that the reference is equivalent io 
U.S. 7,0052 43; Abueiyaman et al.}, to which remarks and arguments are addressed. 

In the previous Repon.se., and during the interview of May ] 2 Applicant's Agent argued that 
Abuclyamen is directed to a macronter having a poly(oxya!kyiene) backbone, as opposed to the 
earhon-cai'bori backbone result ing from the polymerization of the monomers recited in claim 1, 
part a). 

Applicants nave previously presented, for the purposes of illustration, that the first 
component oligomer of claim 1 may be- depicted as follows, where A. is a pendent hydrophilic 
group, and B is a eihylenically unsaturated free-radically poiymerizable group The repeat units 
of the polymers are derived from free radical polymerization of ethylenicaliy unsaturated 

ro.io !\ ! t ^ i i 1 s s 1 s ! i x 1 * 1 1 1 N ! i! > U S 

roup a! s ! >up For cxa 'pic the repeat unit bearing 

the hydrophilic '11yd" group is derived from the monomers of the formula on page 10, lines 7 to 

\ and tno m am t Ik l lenicahy unsaturated "Unsaf d'" group are described from 

page 9, line 19, io page 12, line 13. The word "pendent" is used in the conventional sense of 
banging down or dangling from the ohgomeric backbone. 



Hyd Unsafd 

Note that Applicant's Agent has used difference descriptors of the hydrophilic and 
unsaturated groups to avoid needless confusion with the formula on page 12. line 1 and in claim 32. 
Previous!} \pun e Agent used "A" and"B" to identify lent groups \s previous!} 



can be used to overcome a non-statut 



double patenting rejection. 
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explained, these hydrophilic and un , ued| ups ma> he introduced to the oligomer using either 
the direct or indirect, methods of functsonalization. 

! s 1 >v ion date* 04 11 "007 the) xaminer acknowledges \ppli ant's argument 
that Abuelyarnen et al. do not teach an oligomer having a carbon-carbon backbone, but argues that 
"the claims Ov v < v ii in ~ ih s .u i.w. therein be made from olefins, while those in 
he aril ilkylcne) backbone Hiis is not persua in K.i'x k 1 is ot i qi k 

that the oligomers recited therein be made from olefinic monomers. . .". 

As amended herein, the limitation of Ethylenically unsaturated" has been introduced to 
claim 1 to further clarify the structure of the oligomer as having a carbon-carbon backbone. Claim 1 
has been further amended to recite the structure of the "monomer units having pendent hydrophilic 
poly(alkylene oxide) groups" to distinguish it from the macromonomer and/or the crosslinking 
V< ut u ! en re! reno 

During the telephone interview. Examiner Silverman queried whether Abuelyamen would 
inherently provide the oligomer of claim 1 after polymerization ofjust a few monomer units. 

As previous!) argued, the macromonomer of the .reference is described as having "more 
than one reactive group that is free radically poiynie.rixable..", and is illustrated (at several places) as; 
of the formula X{>-{€BR l -CH 2 -0) m -(CHrC« 2 .-OvY, where X and Y are the polymerkabie 
roups icse p , ible groups are depicted in column 4, 5 and 8. ff copoh me i zed \* ith any 
! i i ^ shed aho\e, as desutbed tn tele? ence column 10, lines 1-12, is 

would be clear to one skilled in the art that ah the polymerizabie groups would be consumed in. the 
polymer! /as ion. resulting in t highh crossiinked composition, without, the unreacted pendent 
ethylenically unsaturated groups required of claim 1 . It is precisely because ail the AX" and "Y" 
u am of the Vvnv. l . ' .ui u .< net are consumed that Applicant's prefer to use the 
"indirect method" of funciionalizing the extant oligomer. 

i \'vt' h gncy not appropriati \i MikP. 21 s g es '(tjo 

establish nherem th txtrinsic evidence 'must m ve matter is 

neees presen the thing descri d in the reference, and that it would be so recognized by 
persons oi rdh skill. In he ret cy, however, may not be estab ished h\ prob ibi Hies o: 
possibilities. The mere tact that a certain thing may result from a given set of circumstances is 
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not sufficient.' " In re Robertson, 169 F.3d 743, 745. 49 USPQ2d 1949. 1950-51 ( Fed, Cir. 
1999). 

\ ^ > >. t 4 dr. is i teach that the kkua poh mori/od a«i^it would h t a 

carbon-carbon backbone, it is not necessarily present and would not be recognized as present by 
one skilled in the art. As the nnicroraonomers and crossiinking agents oi the reference have at least 
two polymerizabie groups, partial polymerization of macromonomer and crossiinking agent of 
Abuelyamen et ah would not yield Applicant's oligomer as recited in claim !. 

The rejection of claims 1-5 and 7-32 under 35 USC § 102(a) or 102(e) as being anticipated 
by WO 2003/086492bas been overcome and should be withdrawn. 

hi view of the above, it is submitted that the application is in condition for allowance. 
Examination and reconsideration of the application as amended is requested. Applicant's Agent 
- uv ui ibk k>i , s 4;one interview to discuss this response and further advance prosecution. 




Respectfully submitted, /5 | 



Date 



Telephone No.: 651-733-3597 



,v fkv !•! tin, cii> Counsel 

At j j . s < > pat 

Facsimile No.: 65 5 - 736-3833 
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